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Specification 

The examiner has not checked the specification to the extent necessary to 
determine the presence of all possible minor errors (grammatical, typographical and 
idiomatic). Cooperation of the applicant(s) is requested in correcting any errors of which 
applicant(s) may become aware of in the specification, in the claims and in any future 
amendment(s) that applicant(s) may file. 

Applicant(s) is also requested to complete the status of any copending 
applications referred to in the specification by their Attorney Docket Number or 
Application Serial Number, if any. 

The status of the parent application(s) and/or any other application(s) cross- 
referenced to this application, if any, should be updated in a timely manner. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a composition comprising a zeolite like material 
having the compositional formula as set forth in claim 3 of the instant application, or a 
zeolite like material obtained by the pyrolysis of hydrogarnet, does not reasonably 
provide enablement for the instant claims reciting a compound that includes or occludes 
active oxygen. The specification does not enable any person skilled in the art to which 
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it pertains, or with which it is most nearly connected, to make and use the invention the 
invention commensurate in scope with these claims. Accordingly, the examiner 
purports that it would constitute undue experimentation to determine from the myriad 
"inorganic compounds" that occur naturally or can be synthesized which ones might 
function to encapsulate a peroxide anion and a superoxide anion. 

There are eight factors considered by the Federal Circuit in the determination of 
undue experimentation, In re Wands, 8 USPQ2d 1400 (1988). These factors are: the 
nature of the invention, the breadth of the claims, the state of the prior art, the 
predictability or unpredictability of the art, the amount of direction or guidance 
presented, the presence or absence of working examples, the relative skill of those in 
the art, and the quantity of experimentation necessary. The examiner will discuss these 
factors as they apply to the instant invention. 

Nature of the invention: The instant invention is drawn to a composition wherein 
the novelty resides in an inorganic compound that has an active oxygen developing 
mechanism and includes or occludes active oxygen, the inorganic compound including 
or occluding both a superoxide anion and a peroxide anion. The examiner construes 
these claims to mean an inorganic compound that has both a superoxide and a 
peroxide anion encapsulated within the pores of the structure. 

Breadth of claims: The independent claim is extremely broad in that it merely 
recites an inorganic compound that has an active oxygen developing mechanism and 
includes or occludes superoxide and peroxide anion. Dependent claims 2-4 would not 
be subject to this rejection were they written in independent form. However, the 
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independent claim would embrace so many potential inorganic compounds that there is 
no way the skilled artisan could possibly determine which ones could be treated to 
result in encapsulated anionic species. Applicant's own specification supports this 
conclusion; page 6 recites that "no inorganic compound that would include or occlude 
both a superoxide anion and a peroxide anion was known up to now". The examiner 
fails to comprehend, if no other compounds have been known capable of having this 
characteristic, and applicant has discovered a single one, how the skilled artisan could 
determine the metes and bounds of the claims reciting merely an "inorganic compound". 

State of the prior art: Applicant's specification indicates that no inorganic that 
would include or occlude both a superoxide and peroxide anion is known at this time. 

Predictability of the art: Catalyst compositions are unpredictable. For this reason 
it has long been held that the requirement with respect to the claims being 
commensurate with the enabling disclosure has long been recognized and considered 
particularly stringent in this area of technology. 

Amount of guidance present: The instant disclosure provides guidance for 
making a compound having the formula of claim 3 by pyrolysis of hydrogarnet. 

Presence of working examples: The application contains working examples 
directed to the pyrolysis of hydrogarnet to produce the inorganic compound set forth in 
claim 3 of the application. 

Relative skill of those in the art: A person of ordinary skill in the art would 
recognize compounds that are generally held to be useful as catalysts for various 
reactions. However, it would confound the person of ordinary skill in the art as to what 
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compounds might be treated to result in a zeolite type structure with both peroxide and 
superoxide anions encapsulated therein. 

Quantity of experimentation necessary: This factor is crucial in areas of 
technology that are unpredictable, such as catalysis. The skilled artisan armed with the 
instant disclosure would know how to produce the specific compound of claim 3 from a 
hydrogarnet. However, there is no other guidance that would direct the skilled artisan in 
the production of any other type of zeolite-like inorganic material that would contain the 
anions claimed herein. The experimentation would be burdensome, if not impossible, to 
arrive at the herein claimed "inorganic compound" from any other source than a 
hydrogarnet. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese document 2002-003218 submitted by applicant. 

The instantly claimed invention involves a compound containing both a 
superoxide anion and a peroxide anion. The compound disclosed by document JP 
2002-003218 contains active oxygen seeds that can be either peroxide, superoxide, or 
both as claimed in the instant application. Accordingly, since the number of options is 
limited, and that claimed herein is specifically disclosed by the reference, selection of 
both oxygen species would have been obvious to the skilled artisan. 

As the reference teaches that the compound can be used as a catalyst, the 
claims reciting catalysts, carriers, solid electrolytes and molded articles would have 
been obvious. See particularly the abstract. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
"Book of Abstracts and Recent Research Repots" submitted by applicant. 
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This reference discloses treating a catalyst material and preparation method 
mayenite to produce a material containing spheroid anion, combined with cobalt oxide 
catalyst. This material is employed as a catalyst for benzene oxidation. 

Although the reference is silent regarding peroxide anion, it is considered that 
such would still have been present because the mayenite production step involves 
treatment of the preparation material at conditions of high heat treatment. Accordingly, 
it would naturally follow that both oxygen radicals would be present in the material. The 
entire report is relevant to the instant claims. 

The foregoing rejection could be obviated by submission of a certified 
English translation of the priority document(s). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 1-10 are rejected under 35 U.S.C. 102(a) as being clearly anticipated 
"Proceedings of the 1 3 th Annual Conference of the Japan Society of Waste 
Management Experts" document submitted by applicant. 
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This document teaches thermally treating hydrogarnet to produce mayenite, and 
shows peroxide and superoxide species encapsulated in the zeolite like structure. This 
material is a solid, taught to have oxidative catalytic features, and therefore appears 
substantially identical to the material set forth in claims 1-10 of the instant application. 

The foregoing rejection could be obviated by submission of a certified 
English translation of the priority document(s). 

Claims 1-20 are rejected under 35 U.S.C. 102(b as being clearly anticipated by 
the Fujita article, page 231, submitted by applicant. 

The search report submitted by applicant indicates this article anticipates the 
instantly claimed invention. Treated hydrogarnet is disclosed as a catalyst for oxidation. 
Conclusion 

Applicants are advised that any evidence to be provided under 37 CFR 1 .131 or 
1 .132 and any amendments to the claims and specification should be submitted prior to 
final rejection to be considered timely. It is anticipated that the next office action will be 
a final rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth D. Wood whose telephone number is 571- 
272-1377. The examiner can normally be reached on M-F, 5:30-2:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Elizabeth D. Wood/ 

Primary Examiner, Art Unit 1793 

IE. D. W./ 

Primary Examiner, Art Unit 1793 



